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REMARKS 

Claims 1-9 are pending, with claims 1, 5, and 8 being independent. 

Request for Complete Office Action and Restarting of Period for Response 

On page 2 of the Final Office Act ion of April 29, 2008, the Examiner states that 
"[applicant's arguments filed September 20, 2006 have been fully considered but they are not 
persuasive" because, inter alia, "applicant failed to provide any evidences or demonstration that 
the copied claims 25-33 are not supported/not part of the Lamkin et al. teachings." 

However, the applicants did not file a response on September 20. 2006 , as alleged by 
the Examiner. Rather, the applicants filed an Amendment on January 2. 2008 . Furthermore, 
the Examiner's arguments in the "Response to Arguments" section on page 2 of the Final Office 
Action of April 29, 2008, were copied almost verbatim from page 17 of the Office Action of May 
17. 2007. issued by Examiner Christopher B. Shin in copending Application No. 10/685.694 , 
which was filed on the same day as the present application and has the same specification and 
drawings as the present application. Thus, the Examiner's arguments on page 2 of the Final 
Office Action of April 29, 2008, are not in fact responsive to the applicants' arguments in the 
Amendment of January 2, 2008, filed in the present application . 

Furthermore, with respect to the Examiner's statement that "applicant failed to provide 
any evidences or demonstration that the copied claims 25-33 are not supported/not part of the 
Lamkin et al. teachings," it is submitted that the applicants djd in fact provide such "evidences 
and demonstration" in the arguments on pages 6-11 of the Amendment of April 29, 2008, in 
which the applicants pointed out various features of copied claims 1-33 of Lamkin '729 that are 
not supported by the rest of Lamkin '729, and explained vyhy copied claims 1-33 of Lamkin 729 
are not entitled to the benefit of the filing date of August 21 , 2001 , of Application No. 
09/935,756, the parent application of Lamkin '729, which was published as U.S. Patent 
Application Publication No. 2002/0078144 to Lamkin et al. (Lamkin '144). 

However, the Examiner did not take note of the arguments on pages 6-11 of the 
Amendment of January 2, 2008, and answer the substance of these arguments in the Final 
Office Action of April 29, 2008, as required bv MPEP 707.07(f) . such that the Final Office Action 
of April 29, 2008, is incomplete . 
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Accordingly, pursuant to MPEP 710.06, since the Final Office Action of April 29, 2008, is 
incomplete for at least the foregoing reasons, is respectfully requested that a complete Office 
Action taking note of the arguments on pages 6-11 of the Amendment of January 2, 2008, and 
answering the substance of these arguments be issued, and that the period for response be 
restarted . 

This same request was also made in the Petition Under 37 CFR 1.181(a) for Withdrawal 
of Finality of Office Action and Restarting of Period for Response filed on May 29, 2008, which is 
in the image file wrapper of the application. It is the applicants' understanding that the Petition 
has been forwarded to Special Program Examiner (SPRE) Eileen D. Willis of Technology Center 
2600 for a decision on the Petition. However, as of the filing date of June 27, 2008, of this 
Request for Reconsideration After Final Rejection, the applicants had not yet received a 
decision on the Petition. Accordingly, should the Examiner refuse to issue a complete Office 
Action restarting the period for response as requested above, it is respectfully reouested that 
the Examiner contact SPRE Lillis and ask her to issue a decision on the Petition before July 27, 
2008. which is the end of the three-month shortened statutory period for response to the Final 
Office Action of April 29. 2008 . Furthermore, should the Examiner decide to issue an Advisory 
Action in response to this Request for Reconsideration After Final Rejection, it is respectfully 
requested that the Examiner specifically state in the Advisory Action that she has spoken with 
SPRE Lillis about the Petition, and provide a summary of her discussion with SPRE Lillis, 
including an indication of when SPRE Lillis expects to issue a decision on the Petition . 

Reouest for Acknowledgement of Receipt of English Translation of One Korean Priority 
Application 

As discussed on page 4 of the Amendment of January 2, 2008, an English translation of 
Korean Patent Application No. 2002-63631, one of the eight Korean priority applications of the 
present application, was submitted with the Amendment of January 2, 2008. However, the 
Examiner did not acknowledge receipt of the English translation in the Final Office Action of April 
29, 2008. Accordingly, it is respectfully requested that the Examiner acknowledge receipt of the 
English translation in the next Office Action, even if that Office Action is an Advisory Action . 
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Claim Rejections Under 35 USC 101 

Claims 1-9 have been rejected under 35 USC 101 as being directed to non-statutory 
subject matter. This rejection is respectfully traversed. 

In explaining the rejection, the Examiner states as follows: 

Claims 1-9 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 
Claims 1-9 define a data storage medium embodying functional 
descriptive material. However, the claim does not define a 
computer-readable medium or memory and is thus non-statutory. 
See Lowry, 32F.3d at 1583-1584, 32 USPQ2d at 1035. 

As the applicants understand it, the rejection is based on the fact that claims 1-9 recite a 
"data storage medium," rather than a "computer-readable medium" or a "memory." 

Lowry relied on by the Examiner is discussed in MPEP 2106.1 , which states as follows 
in pertinent part: 

When functional descriptive material is recorded on some 
computer-readable medium, it becomes structurally and 
functionally interrelated to the medium and will be statutory in 
most cases since use of technology permits the function of the 
descriptive material to be realized. Compare In re Lowry, 32 F.3d 
1579, 1583-84, 32 USPQ2d 1031, 1035 (Fed. Cir. 
1994)(discussing patentable weight of data structure limitations in 
the context of a statutory claim to a data structure stored on a 
computer readable medium that increases computer efficiency) 



It is submitted that nothing whatsoever in MPEP 2106.01 requires that a claim reciting 
functional descriptive material, such as claims 1-9 of the present application, must recite that 
the functional descriptive material is recorded on a "computer-readable medium" or in a 
"memory" to be statutory under 35 USC 101 as apparently alleged by the Examiner. Rather, 
MPEP 2106.01 states that "[w]hen functional descriptive material is recorded on some 
computer-readable medium , it becomes structurally and functionally interrelated to the medium 
and will be statutory in most cases," citing In re Lowry, 32 F.3d 1579, USPQ2d 1031 (Fed. Cir. 
1 994). In Lowry, the Court held that a claim that recited "[a] memory for storing data for access 
by an application program being executed on a data processing system, comprising: a data 
structure stored in said memory" was statutory under 35 USC 101, and that the "data structure" 
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must be given patentable weight. It is not seen where Lowry discusses a "computer-readable 
medium" as apparently alleged by the Examiner. 

MPEP 2106.01 also cites In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 1754 (Fed. Cir. 
1994), in which the Court held that a claim reciting "[a] machine having a memor y which 
contains data representing a bubble hierarchy generated by the method of any of Claims 1 
through 4" was statutory under 35 USC 101. 

In In re Beauregard, 53 F.3d 1583, 35 USPQ2d 1383 (Fed. Cir. 1995), the Court stated 
that "[t]he Commissioner [of Patents and Trademarks] now states 'that computer programs 
embodied in a tangible medium , such as floppy diskettes , are patentable subject matter under 
35 U.S.C. § 101 and must be examined under 35 §§ U.S.C. 102 and 103.' " 

At issue in Beauregard was Application No. 07/521,858, which issued as U.S. Patent No. 
5,710,578 on January 20, 1998, and contains claims that recite "[a]n article of manufacture 
comprising: a computer usabie medium having computer readable program code means 
embodied therein" and similar claims; "[a] computer program product comprising: a computer 
usable medium having computer readable program code means embodied in said medium" and 
similar claims; and "[a] program storage device readable by a machine, tangibly embodying a 
program of instructions executable by the machine." 

In In re Nuijten, 500 F.3d 1346, 84 USPQ2d 1495 (Fed. Cir. 2007), the Court pointed out 
that in Ex parte Nuijten, 84 USPQ2d 1335 (Bd. Pat. App. & Inter. 1996), the Board of Patent 
Appeals and Interferences had found that "[t]he storage medium in claim 15 nominally puts the 
claim into the statutory category of a 'manufacture' " and had reversed the Examiner's rejection 
of claim 15 under 35 USC 101. Claim 15 recited "[a] storage medium having stored thereon a 
signal with embedded supplemental data." 

For at least the foregoing reasons, it is submitted that a claim reciting functional 
descriptive material is not required to recite that the functional descriptive material is recorded 
on a "computer-readable medium" or in a "memory" to be statutory under 35 USC 101 as 
alleged by the Examiner. It is submitted that the "data storage medium" recited in claims 1-9 is 
but one of many examples of the " some computer-readable medium" referred to in MPEP 
2106.01 that include the "memory" in the Lowry and Warmerdam decisions; the "tangible 
medium" and the "floppy diskettes" in the Beauregard decision; the "computer usable medium" 
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and the "program storage device" in the Beauregard patent; and the "storage medium" in the 
Nuijten decisions. 

For at least the foregoing reasons, it is respectfully requested that the rejection of claims 
1-9 under 35 USC 101 as being directed to non-statutory subject matter be withdrawn . 

Claim Rejections Under 35 USC 102 

Claims 1-9 have been rejected under 35 USC 102(e) as being anticipated by Lamkin et 
al. (Lamkin 729) (U.S. Patent Application Publication No. 2005/0278729). This rejection is 
respectfully traversed. 

In explaining the rejection on pages 3-5 of the Final Office Action of April 29, 2008, which 
is identical to the explanation of the same rejection on pages 2-4 of the Office Action of October 
2, 2007, the Examiner relies only on claims 19, 25-28, and 31-33 of Lamkin 729. The 
Examiner's position appears to be as follows: 

Claim 1 is taught by claim 19 of Lamkin 729. 
Claim 2 is taught by claims 25 and 27 of Lamkin 729. 
Claim 3 is taught by claims 25 and 26 of Lamkin 729. 
Claim 4 is taught by claims 25, 31, and 32 of Lamkin 729. 
Claim 5 is taught by claims 25-28 of Lamkin 729. 
Claim 6 is taught by claims 25 and 27 of Lamkin 729. 
Claim 7 is taught by claims 25 and 26 of Lamkin 729. 
Claim 8 is taught by claims 25 and 31-33 of Lamkin 729. 
Claim 9 is taught by claims 25, 31 , and 32 of Lamkin 729. 

Attached to the Amendment of January 2, 2008, are copies of a Utility Patent Application 
Transmittal, a Fee Transmittal, and a Notice of Copied Claims Under 37 C.F.R. § 1 .604(b) filed 
on July 12, 2005, in Application No. 11/180,772 that was published as Lamkin 729. As can be 
seen from the Notice of Copied Claims, claims 1-24 of Lamkin 729 are identical to claims 1-24 
of copending Application 10/686,521 because Lamkin 729 copied claims 1-24 of copending 
Application No. 10/686,521 as claims 1-24 of Lamkin 729 . The inventors of the present 
application are also the inventors of copending Application No. 10/686,521, which was filed on 
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the same day as the present application. Copending Application No. 10/686,521 is referred to 
by its publication number of 2004/0139394 in the Notice of Copied Claims. 

Also, as can be seen from the Notice of Copied Claims, claims 25-33 of Lamkin 729 are 
identical to claims 1-9 of copending Application No. 10/685,694 because Lamkin 729 copied 
claims 1-9 of copending Application No. 10/685.694 as claims 25-33 of Lamkin 729 . The 
inventors of the present application are also the inventors of copending Application No. 
10/685,694, which was filed on the same day as the present application. Copending Application 
No. 10/685,694 is referred to by its publication number of 2004/0139249 in the Notice of Copied 
Claims. 

The actual U.S. filing date of Lamkin 729 is July 12. 2005 , which is after the U.S. filing 
date of October 16. 2003 , of both of copending Application Nos. 10/686/521 and 10/685,694. 
Lamkin 729 purports to be a continuation of Application No. 09/935,756 filed on August 21 , 
2001, which was published as U.S. Patent Application Publication No. 2002/0078144 to Lamkin 
et al. (Lamkin '144). However, it is submitted that copied claims 1-33 of Lamkin 729 appear to 
contain new matter with respect to parent Application No. 09/935,756 of Lamkin 729 at least 
because the terms "buffer manager," "report signal," and "preload" (in all its forms) recited in 
various ones of claims 1-24 of copending Application No. 10/686,521 and various ones of 
claims 1-9 of copending Application No. 685,694 appear only in various ones of copied claims 
1-33 of Lamkin 729 and do not appear elsewhere in Lamkin 729 or anywhere in Lamkin '144 
which is a publication of parent Application No. 09/935,756 of Lamkin 729. In light of this, it is 
submitted that Lamkin 729 is actually a continuation-in-part of parent Application No. 
10/935,756 of Lamkin 729. 

In any event, it is submitted that the Examiner cannot rely on any matter in Lamkin 729 
(U.S. filing date of July 12, 2005) that does not appear in Lamkin '144 (U.S. filing date of August 
21, 2001) which is a publication of parent Application No. 09/935,756 of Lamkin 729 because 
any such matter in Lamkin 729 has a U.S. filing date of July 12. 2005 , which is after the U.S. 
filing date of October 16, 2003 , of the present application. In particular, the Examiner cannot 
rely on any of claims 1-33 of Lamkin 729 to reject any of claims 1-9 of the present application 
because claims 1-33 of Lamkin 729 have a U.S. filing date of July 12. 2005 , which is after the 
U.S. filing date of October 16. 2003 , of the present application. 
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In light of this, it is submitted that the appropriate course of action would be for the 
Examiner to relv on Lamkin '144 to avoid the possibility of reiving on any matter in Lamkin 729 
that has a U.S. filing date of July 12, 2005 . Accordingly, should the Examiner be inclined to 
continue to rely on Lamkin 729 in the next Office Action, it is respectfully reguested that the 
Examiner relv on Lamkin '144 instead . Alternatively, should the Examiner decline to do this, jtjs 
respectfully reguested that the Examiner specifically point out where any portions of Lamkin 
729 relied on by the Examiner can also be found in Lamkin '144 . 

Furthermore, it is submitted that the Examiner cannot simply accept at face value the 
statement in Lamkin 729 (the child Lamkin 729) that Lamkin 729 was filed as a continuation of 
Application No. 09/935,756 filed on August 21, 2001, which was published as Lamkin '144 (the 
parent Lamkin '144), and assume that copied claims 1-33 of the child Lamkin 729 are therefore 
automatically entitled to the filing date of August 21 , 2001 , of the parent Lamkin '144. The 
Examiner's attention is directed to MPEP 201 .11 (l)(B), which provides as follows on MPEP page 
200-59 (emphasis by underlining added): 

The disclosure of a continuation application must be the 
same as the disclosure of the prior-filed application. See MPEP § 
201 .07. The disclosure of a divisional application must be the 
same as the disclosure of the prior-filed application, or include at 
least that portion of the disclosure of the prior-filed application that 
is germane to the invention claimed in the divisional application. 
See MPEP § 201 .06. The disclosure of a continuation or 
divisional application cannot include anything which would 
constitute new matter if inserted in the prior-filed application . A 
continuation-in-part application may include matter not disclosed 
in the prior-filed application . See MPEP § 201.08. Only the 
claims of the continuation-in-part application that are disclosed in 
the manner provided by the first paragraph of 35 U.S.C. 112 in the 
prior-filed application are entitled to the benefit of the filing date of 
the prior-filed application. If there is a continuous chain of 
copending nonprovisional applications, each copending 
application must disclose the claimed invention of the later-filed 
application in the manner provided by the first paragraph of 35 
U.S.C. 112, in order for the later-filed application to be entitled to 
the benefit of the earliest filing date. 

Under 35 U.S.C. 120, a claim in a U.S. application is 
entitled to the benefit of the filing date of an earlier filed U.S. 
application if the subject matter of the claim is disclosed in the 
manner provided by 35 U.S.C. 112, first paragraph, in the earlier 
filed application . See, e.g., Tronzo v. Biomet, Inc., 156 F. 3d 1154, 
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47 USPQ2d 1829 (Fed. Cir. 1998); In re Scheiber, 587 F.2d 59, 
199 USPQ 782 (CCPA 1978). A claim in a subsequently filed 
application that relies on a combination of prior applications may 
not be entitled to the benefit of an earlier filing date under 35 
U.S.C. 120 since 35 U.S.C. 120 requires that the earlier filed 
application contain a disclosure which complies with 35 U.S.C. 
112, first paragraph for each claim in the subsequently filed 
application. Studiengesellschaft Kohle m.b.H. v. Shell Oil Co., 112 
F.3d 1561, 1564, 42 USPQ2d 1674, 1677 (Fed. Cir. 1997). 

Thus, if a continuing application that purports to be a continuation application includes 
something that would constitute new matte r if inserted in the parent application, then the 
continuing application is in fact a continuation-in-part application. Here, it is submitted that 
copied claims 1-33 of the child Lamkin '729 would constitute new matter if inserted in the parent 
Lamkin '144 because there is no support in the parent Lamkin '144 for copied claims 1-33 of the 
child Lamkin '729 at least because the terms "buffer," "buffer manager," "preload," "preloading," 
"preloaded," "preloads," "fetch signal," and "[objJ.allDone API" that appear in various ones of 
copied claims 1, 2, 4, 5, 8-12, 14-19, 20-23, and 25-33 of the child Lamkin '729 appear only in 
copied claims 1,2,4,5,8-12,14-19, 20-23, and 25-33 of the child Lamkin '729 and do not 
appear anywhere else in the child Lamkin '729 or anywhere at all in the parent Lamkin '144. In 
light of this, it is submitted that the child Lamkin 729 is actually a continuation-in-part of the 
parent Lamkin '144. 

The Examiner's attention is directed to MPEP 201.06(c)(lll), which provides as follows 
on MPEP page 200-25 (emphasis by underlining added): 

Where a copy of the oath or declaration from a prior 
application was filed in a continuation or divisional application, if 
the examiner determines that new matter is present relative to the 
prior application, the examiner should so notify the applicant in the 
next Office action (preferably the first Office action). The examiner 
should require : (A) a new oath or declaration along with the 
surcharge set forth in 37 CFR 1.16(f); and (B) that the application 
be redesignated as a continuation-in-part . 

Here, a copy of the declaration from the parent Lamkin '144 was filed in the child Lamkin 
'729. Since claims 1-33 of the child Lamkin 729 are new matter relative to the parent Lamkin 
'144 at least for the reasons discussed above, it is submitted that the Examiner of the child 
Lamkin 729 will be required to require the applicants of the child Lamkin 729 to redesignate the 
child Lamkin 729 as a continuation-in-part application. 
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Here, the Examiner relies onjy. on copied claims 19, 25-28, and 31-33 of Lamkin 729 in 
explaining the rejection of claims 1-9 under 35 USC 102(e) as being anticipated by Lamkin 729 
on pages 2-4 of the Office Action of October 2, 2007. 

Accordingly, it is submitted that the burden is on the Examiner of the present application , 
who is relying on copied claims 19, 25-28, and 31-33 of the child Lamkin 729 as a reference 
against claims 1-9 of the present application, to determine whether copied claims 19, 25-28, 
and 31-33 of the child Lamkin 729 are in fact entitled to the filing date of August 21 . 2001 . of the 
parent Lamkin '144 pursuant to MPEP 706.02(VI), which provides as follows on MPEP page 
700-23 (emphasis by underlining added): 

The effective filing date of a U.S. application may be 
determined as follows: 

(B) If the application is a continuation-in-part of an earlier 
U.S. application or international application, any claims in the new 
application not supported by the specification and claims of the 
parent application have an effective filing date equal to the filing 
date of the new application . Any claims which are fully supported 
under 35 U.S.C. 112 by the earlier parent application have the 
effective filing date of that earlier parent application. 

Here, since copied claims 1-33 of the child Lamkin 729 would constitute new matter if 
inserted in the parent Lamkin '144 at least for the reasons discussed above, it is submitted that 
copied claims 1-33 of the child Lamkin 729, which include copied claims 19, 25-28, and 31-33 
of the child Lamkin 729 relied on by the Examiner in the rejection of claims 1-9 of the present 
application over the child Lamkin 729, are not supported by the parent Lamkin '144 , and thus 
have an effective filing date that is the filing date of the child Lamkin 729 , i.e., July 12. 2005 , 
which is after the filing date of October 16. 2003 , of the present application, such that copied 
claims 19, 25-28, and 31-33 of the child Lamkin 729 cannot be used as a reference against 
claims 1-9 of the present application. Should the Examiner disagree, it is respectfully requested 
that the Examiner explain in detail why she considers copied claims 19, 25-28, and 31-33 of the 
child Lamkin 729 to be supported by the parent Lamkin '144 in light of the detailed arguments 
presented above in which the applicants have pointed out why there is no such support . 

Furthermore, the Examiner's attention is directed to MPEP 2304.02(d), which provides 
as follows on MPEP page 2300-25 (emphasis by underlining added): 
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An applicant is not entitled to an interference simply 
because applicant wants one. The interfering claim must be 
allowable, particularly with respect to the written description 
supporting the interfering claim . 

Historically, an applicant provoked an interference by 
copying a claim from its opponent . The problem this practice 
created was that differences in the underlying disclosures might 
leave the claim allowable to one party, but not to the other; or 
despite identical claim language differences in the disclosures 
might require that the claims be construed differently. 

Rather than copy a claim literally, the better practice is to 
add (or amend to create) a fully supported claim and then explain 
why, despite any apparent differences, the claims define the same 
invention. 37 CFR 41.203(a). The problem of inadeguate written 
description in claims added or amended to provoke an 
interference is so great that the issue has been singled out for 
heightened scrutiny early in the course of an interference. 37 
CFR 41 .201. under "Threshold issue." 

Title 37 CFR 41 .201 referred in the above passage reads as follows: 

Threshold issue means an issue that, if resolved in favor of 
the movant, would deprive the opponent of standing in the 
interference. Threshold issues may include: 

(1 ) No interference-in-fact, and 

(2) In the case of an involved application claim first made 
after the publication of the movant's application or issuance of the 
movant's patent: 

(i) Repose under 35 U.S.C. 135(b) in view of the 
movant's patent or published application, or 

(ii) Unpatentability for lack of written description 
under 35 U. S.C. 112(1) of an involved application claim where the 
applicant suggested, or could have suggested, an interference 
under §41 .202(a). 

Here, it is submitted that copied claims 1-33 of the child Lamkin 729, which include 
copied claims 19, 25-28, and 31-33 of the child Lamkin 729 relied on by the Examiner in the 
rejection of claims 1-9 of the present application over the child Lamkin 729, are not supported 
by the underlying disclosure of the child Lamkin 729 (i.e., the abstract, the specification, and the 
drawings of the child Lamkin 729) in the manner reguired bv 35 USC 112. first paragraph , at 
least for the reasons discussed above, such that copied claims 1-33 of the child Lamkin 729 are 
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unpatentable to the applicants of the child Lamkin 729 under 35 USC 1 1 2, first paragraph, for 
lack of written description. 

Since the Examiner relied onjy on claims 19, 25-28, and 31-33 of Lamkin 729 in the 
rejection of claims 1-9 under 35 USC 102(e) as being anticipated by Lamkin 729, and since 
claims 19, 25-28, and 31-33 of Lamkin 729 have a U.S. filing date of July 12. 2005 . which is 
after the U.S. filing date of October 16. 2003 , of the present application, and are not entitled to 
the filing date of August 21 , 2001 , of the parent Lamkin '144 for the reasons discussed above, it 
is respectfully requested that the rejection of claims 1-9 under 35 USC 102(e) as being 
anticipated by various ones of claims 19, 25-28, and 31-33 of Lamkin 729 be withdrawn . 

The above arguments were also presented on pages 5-11 of the Amendment of 
January 2, 2008. 

In response to the arguments on pages 5 and 6 of the Amendment of January 2, 2008, 
the Examiner states as follows on page 2 of the Final Office Action of April 29, 2008: 

1 . Applicant's arguments filed September 20, 2006 [sic; 
should be January 2, 2008] have been fully considered but they 
are not persuasive. 

2. The applicant acknowledges that the claims 19, 25-28, and 
31-33 of Lamkin et al. are identical to claims 1-9 of the present 
publication [sic; should be application]; the examiner agrees with 
the applicant. The applicant also stated that the Lamkin et al. 
copied the applicant's claim; the examiner agrees with the 
applicant. 

Lamkin et al. referred to by the Examiner is Lamkin et al. (Lamkin 729) (U.S. Patent 
Application Publication No. 2005/0278729). However, the applicants did not "acknowledge! ] 
that the claims 19, 25-28, and 31-33 of Lamkin et al. are identical to claims 1-9 of the present 
publication" in the Amendment of January 2, 2008, as alleged by the Examiner. Rather, the 
applicants stated as follows on pages 5 and 6 of the Amendment of January 2, 2008, which 
arguments are repeated on pages 6 and 7 of this Request for Reconsideration After Final 
Rejection: 

Claims 1-9 have been rejected under 35 USC 102(e) as 
being anticipated by Lamkin et al. (Lamkin 729) (U.S. Patent 
Application Publication No. 2005/0278729). This rejection is 
respectfully traversed. 
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In explaining the rejection on pages 2-4 of the Office Action 
of October 2, 2007, the Examiner relies only on claims 19, 25-28, 
and 31-33 of Lamkin 729. The Examiner's position appears to be 
as follows: 

Claim 1 is taught by claim 19 of Lamkin 729. 

Claim 2 is taught by claims 25 and 27 of Lamkin 
729. 

Claim 3 is taught by claims 25 and 26 of Lamkin 
729. 

Claim 4 is taught by claims 25, 31, and 32 of 
Lamkin 729. 

Claim 5 is taught by claims 25-28 of Lamkin 729. 

Claim 6 is taught by claims 25 and 27 of Lamkin 
729. 

Claim 7 is taught by claims 25 and 26 of Lamkin 
729. 

Claim 8 is taught by claims 25 and 31-33 of Lamkin 
729. 

Claim 9 is taught by claims 25, 31 , and 32 of 
Lamkin 729. 

Attached hereto are copies of a Utility Patent Application 
Transmittal, a Fee Transmittal, and a Notice of Copied Claims 
Under 37 C.F.R. § 1.604(b) filed on July 12, 2005, in Application 
No. 11/180,772 that was published as Lamkin 729. As can be 
seen from the Notice of Copied Claims, claims 1-24 of Lamkin 
729 are identical to claims 1-24 of copending Application 
10/686,521 because Lamkin 729 copied claims 1-24 of copending 
Application No. 10/686,521 as claims 1-24 of Lamkin 729 . The 
inventors of the present application are also the inventors of 
copending Application No. 10/686,521, which was filed on the 
same day as the present application. Copending Application No. 
10/686,521 is referred to by its publication number of 
2004/0139394 in the Notice of Copied Claims. 

Also, as can be seen from the Notice of Copied Claims, 
claims 25-33 of Lamkin 729 are identical to claims 1-9 of 
copending Application No. 10/685.694 because Lamkin 729 
copied claims 1-9 of copending Application No. 10/685,694 as 
claims 25-33 of Lamkin 729 . The inventors of the present 
application are also the inventors of copending Application No. 
10/685,694, which was filed on the same day as the present 
application. Copending Application No. 10/685,694 is referred to 
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by its publication number of 2004/0139249 in the Notice of Copied 
Claims. 

Thus, the applicants actually stated that claim 19 of Lamkin 729 is identical to claim 19 
of copending Application No. 10/686,521 , and that claims 25-28 and 31-33 of Lamkin 729 are 
identical to claims 1-4 and 7-9 of copending Application No. 10/685,694. However, it is noted 
that claim 1 9 of Lamkin 729 is no longer identical to claim 1 9 of copending Application No. 
10/686,521 because claim 19 has been amended during the prosecution of copending 
Application No. 10/686,521. Thus, the applicants djd not state that claims 19, 25-28, and 31-33 
of Lamkin 729 are identical to claims 1-9 of the present application in the Amendment of 
January 2, 2008. Furthermore, the applicants hereby confirm that claims 19, 25-28, and 31-33 
of Lamkin 729 are notjdentical to claims 1-9 of the present application. 

In response to the arguments on pages 6-1 1 of the Amendment of January 2, 2008, the 
Examiner states as follows on page 2 of the Final Office Action of April 29, 2008: 

The applicant argued that the "language of the copied claims per 
se cannot be used as a reference against the present applicant". 
The Examiner disagrees with applicant's argument. Lamkin et al. 
has an effective filing date of August 21, 2001 or earlier (e.g., 
CIPs). Most importantly, applicant failed to provide any evidences 
or demonstration that the copied claims 19, 25-28, and 31-33 are 
not supported/not part of the Lamkin et al. teachings. The 
examiner has clearly rejected the present claims with Lamkin 
reference which clearly has an earlier effective filing date and the 
teachings of the present claims; this meets the statute under 35 
USC 102(e). The applicant should carefully read the entire 
teachings of Lamkin and provide the proof & evidences as to why 
the Lamkin reference cannot be used in the art rejection. For the 
above reasons, in response to the applicant's argument, the 
previous rejection stands. 

However, the applicants' arguments on pages 6-1 1 of the Amendment of January 2, 
2008, which arguments are repeated on pages 7-12 of this Request for Reconsideration After 
Final Rejection, do not contain a statement that the "language of the copied claims per se 
cannot be used as a reference against the present applicant" as alleged by the Examiner. 
Furthermore, it is readily apparent that the Examiner of the present application, Examiner 
Mishawn N. Dunn, has merely copied the above arguments almost verbatim from page 17 of the 
Office Action of May 17. 2007. issued by Examiner Christopher B. Shin in copending Application 
No. 10/685,694 referred to above , where Examiner Shin states as follows: 
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c. On page 4, first paragraph-fourth paragraph, the 
applicant augured [sic: should be argued] that the 
"language of the copied claims perse cannot be used as a 
reference against the present applicant". The examiner 
disagrees with applicant's argument. The Lamkin et al. 
(729) has an effective filing date of August 21 , 2001 or 
earlier (e.g., CIPs). Most importantly, applicant failed to 
provide any evidences or demonstration that the copied 
claims 25-33 are not supported/not part of the Lamkin et al. 
teachings. The examiner has clearly rejected the present 
claims with Lamkin reference which clearly has an earlier 
effective filing date and the teachings of the present 
claims; this meets the statute under 35 USC 102(e)/1 03(a). 
The applicant should carefully read the entire teachings of 
Lamkin and provide the proofs & evidences as to why the 
Lamkin reference cannot be used in the art rejection. 

For the above reasons, in response to the applicant's argument, 
the examiner added/modified the art rejection without changing 
the thrust of the rejection as follows. 

However, as pointed out on page 14 of the Amendment of August 17, 2007, filed in 
copending Application No. 10/685,694 in response to the Office Action of May 17, 2007, the 
above comments by Examiner Shin are taken from pages 9 and 10 of the Final Office Action of 
December 4, 2006 , issued in copending Application No. 10/685,694 and are responsive to the 
arguments on page 4 of the Response of September 20. 2006 , filed in copending Application 
No. 10/685,694. The arguments on page 4 of the Response of September 20, 2006, were not 
repeated in the Request for Reconsideration After Final Rejection of February 28, 2007, filed in 
copending Application No. 10/685,694 in response to the Final Office Action of December 4, 
2006, such that it is not understood why Examiner Shin repeated his comments from the Final 
Office Action of December 4, 2006, in the Office Action of May 17, 2007. 

Furthermore, as pointed out on page 14 of the Amendment of August 17, 2007, filed in 
copending Application No. 10/685,694, contrary to Examiner Shin's assertion in the repeated 
comments in the Office Action of May 17, 2007, issued in copending Application No. 
10/685,694, the applicants djd in fact provide arguments on pages 15-19 of the Request for 
Reconsideration After Final Rejection of February 28, 2007, filed in copending Application No. 
10/685,694 pointing out that copied claims 25-33 of Lamkin '729 are not supported by the 
specification and drawings of Lamkin '729. 
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Turning now to the present application, contrary to Examiner Dunn's statements on page 
2 of the Final Office Action of April 29, 2008, issued in the present application that "applicant 
failed to provide any evidences or demonstration that the copied claims 19, 25-28, and 31-33 
are not supported/not part of the Lamkin et al. teachings," and that "applicant should carefully 
read the entire teachings of Lamkin and provide the proofs & evidences as to why the Lamkin 
reference cannot be used in the art rejection," it is submitted that the applicants djd in fact 
provide such "evidences or demonstrations" and "proofs & evidences" in the arguments on 
pages 6-11 of the Amendment of April 29, 2008, which arguments are repeated on pages 7-12 
of this Request for Reconsideration After Final Rejection, in which they pointed out various 
features of copied claims 1-33 of Lamkin 729 that are not supported by the rest of Lamkin 729, 
and explained winy copied claims 1-33 of Lamkin 729 are not entitled to the benefit of the filing 
date of August 21, 2001, of Application No. 09/935,756, the parent application of Lamkin 729, 
which was published as U.S. Patent Application Publication No. 2002/0078144 to Lamkin et al. 
(Lamkin '144). See, for example, pages 6 and 7 of the Amendment of January 2, 2008, where 
the applicants state as follows, which arguments are repeated on pages 7 and 8 of this Request 
for Reconsideration After Final Rejection: 

The actual U.S. filing date of Lamkin 729 is July 12. 2005 , 
which is after the U.S. filing date of October 16. 2003 , of both of 
copending Application Nos. 10/686/521 and 10/685,694. Lamkin 
729 purports to be a continuation of Application No. 09/935,756 
filed on August 21, 2001, which was published as U.S. Patent 
Application Publication No. 2002/0078144 to Lamkin et al. 
(Lamkin '144). However, it is submitted that copied claims 1-33 of 
Lamkin 729 appear to contain new matter with respect to parent 
Application No. 09/935,756 of Lamkin 729 at least because the 
terms "buffer manager," "report signal," and "preload" (in all its 
forms) recited in various ones of claims 1-24 of copending 
Application No. 10/686,521 and various ones of claims 1-9 of 
copending Application No. 685,694 appear only in various ones of 
copied claims 1-33 of Lamkin 729 and do not appear elsewhere in 
Lamkin 729 or anywhere in Lamkin '144 which is a publication of 
parent Application No. 09/935,756 of Lamkin 729. In light of this, 
it is submitted that Lamkin 729 is actually a continuation-in-part of 
parent Application No. 10/935,756 of Lamkin 729. 

Also, see page 8 of the Amendment of January 2, 2008, where the applicants state as 
follows, which arguments are repeated on page 9 of this Request for Reconsideration After Final 
Rejection: 
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Thus, if a continuing application that purports to be a 
continuation application includes something that would constitute 
new matte r if inserted in the parent application, then the 
continuing application is in fact a continuation-in-part application. 
Here, it is submitted that copied claims 1-33 of the child Lamkin 
729 would constitute new matter if inserted in the parent Lamkin 
'144 because there is no support in the parent Lamkin '144 for 
copied claims 1-33 of the child Lamkin 729 at least because the 
terms "buffer," "buffer manager," "preload," "preloading," 
"preloaded," "preloads," "fetch signal," and "[obj].allDone API" that 
appear in various ones of copied claims 1, 2, 4, 5, 8-12, 14-19, 20- 
23, and 25-33 of the child Lamkin 729 appear only in copied 
claims 1, 2, 4, 5, 8-12, 14-19, 20-23, and 25-33 of the child 
Lamkin 729 and do not appear anywhere else in the child Lamkin 
729 or anywhere at all in the parent Lamkin '144. In light of this, it 
is submitted that the child Lamkin 729 is actually a continuation- 
in-part of the parent Lamkin '144. 

However, the Examiner did not take note of the above arguments and the numerous 
other arguments on pages 6-11 of the Amendment of January 2, 2008, which arguments are 
repeated on pages 7-12 of this Request for Reconsideration After Final Rejection, and answer 
the substance of these arguments in the Final Office Action of April 29, 2008, as required bv 
MPEP 707.07(f) . 

In conclusion, it is submitted that copied claims 1-33 of the child Lamkin 729, which 
include copied claims 19, 25-28, and 31-33 of the child Lamkin 729 relied on by the Examiner in 
the rejection of claims 1-9 of the present application over the child Lamkin 729, are not 
supported by the underlying disclosure of the child Lamkin 729 (i.e., the abstract, the 
specification, and the drawings of the child Lamkin 729) in the manner required bv 35 USC 112, 
first paragraph , at least for the reasons discussed above, such that copied claims 1-33 of the 
child Lamkin 729 are unpatentable to the applicants of the child Lamkin 729 under 35 USC 1 1 2, 
first paragraph, for lack of written description. 

Since the Examiner relied only on claims 19, 25-28, and 31-33 of Lamkin 729 in the 
rejection of claims 1-9 under 35 USC 102(e) as being anticipated by Lamkin 729, and since 
claims 19, 25-28, and 31-33 of Lamkin 729 have a U.S. filing date of July 12, 2005 , which is 
after the U.S. filing date of October 16, 2003 , of the present application, and are not entitled to 
the filing date of August 21 , 2001 , of the parent Lamkin '144 for at least the reasons discussed 
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above, it is respectfully requested that the rejection of claims 1-9 under 35 USC 102(e) as being 
anticipated by various ones of claims 19, 25-28, and 31-33 of Lamkin 729 be withdrawn . 

Conclusion 

There being no further outstanding objections or rejections, it is submitted that the 
application is in condition for allowance. An early action to that effect is courteously solicited. 

Finally, if there are any formal matters remaining after this response, the Examiner is 
requested to telephone the undersigned to attend to these matters. 

If there are any additional fees associated with the filing of this paper, please charge the 
same to our Deposit Account No. 503333. 



1400 Eye St., NW 
Suite 300 

Washington, D.C. 20005 
Telephone: (202)216-9505 
Facsimile: (202)216-9510 



Respectfully submitted, 




Registration No. 56,273 
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